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DETAILED ACTION 

1. Applicant's election with traverse of Claims 1-30 in the response to 
restriction requirement filed July 30, 2008 is acknowledged. The traversal is on 
the ground(s) that the instant application is a National Stage application of 
PCT/DK2004/000476 and there is no lack of unity. Applicant's argument is 
persuasive. Therefore, Examiner has reconsidered any restriction requirement 
regarding the instant application and has decided to give an action on the merits for 
all claims. Now, Claims 1-53 are pending. 

Claim Objections 

2. Claim 6 is objected to because of the following informalities: 

In Claim 6 (line 3), should "dimethyl polysiloxan" be — dimethyl 
polysiloxane — ? 

In Claim 6 (line 5), "polysilanes" is redundant. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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4. Claims 6-7 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In Claim 6 (lines 4-5), "chlorosilanes", "alkoxysilanes" and "aminosilanes" 
are not silicone polymers. (Emphasis added) 

In Claim 7 (page 4, line 4), it is not clear as to what "2K-constructions" 
refers to. 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
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matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

7. Claims 45-48 are rejected under 35 U.S.C. 102(b) as being anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Sulc (WO 98/40425). 

Sulc discloses an IPN of a vulcanized or non-vulcanized silicone rubber and 
a polymer derived from acrylates, N-vinylpyrrolidone, crosslinkers, etc. (Abstract, 
page 4, line 1 to page 5, line 30) Sulc's process of making IPN is not the same as 
Applicants' process. However, the instant claims are product-by-process claims. 
"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process" In re Thorpe, 111 F. 2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
"The Patent Office bears a lesser burden of proof in making out a case of prima 
facie obviousness for product-by-process claims because of their peculiar nature" 
than when a product is claimed in the conventional fashion. In re Fessmann, 489 
F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the examiner provides a 
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rationale tending to show that the claimed product appears to be the same or 
similar to that of the prior art, although produced by a different process, the burden 
shifts to applicant to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 710 
F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983) "[T]he lack of physical 
description in a product-by-process claim makes determination of the patentability 
of the claim more difficult, since in spite of the fact that the claim may recite only 
process limitations, it is the patentability of the product claimed and not of the 
recited process steps which must be established. We are therefore of the opinion 
that when the prior art discloses a product which reasonably appears to be either 
identical with or only slightly different than a product claimed in a product-by- 
process claim, a rejection based alternatively on either section 102 or section 103 
of the statute is eminently fair and acceptable. As a practical matter, the Patent 
Office is not equipped to manufacture products by the myriad of processes put 
before it and then obtain prior art products and make physical comparisons 
therewith." In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). 
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8. Claims 45-47 are rejected under 35 U.S.C. 102(b) as being anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Wang (US 2002 
0052448). 

Wang discloses an IPN of a vulcanized or non- vulcanized silicone rubber 
and a polymer derived from acrylates, etc. (Abstract and [0021]-[0024]) Wang's 
process of making IPN is not the same as Applicants' process. However, the 
instant claims are product-by-process claims. "Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same 
as or obvious from a product of the prior art, the claim is unpatentable even though 
the prior product was made by a different process" In re Thorpe, 111 F. 2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985). "The Patent Office bears a lesser burden 
of proof in making out a case of prima facie obviousness for product-by-process 
claims because of their peculiar nature" than when a product is claimed in the 
conventional fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 
(CCPA 1974). Once the examiner provides a rationale tending to show that the 
claimed product appears to be the same or similar to that of the prior art, although 
produced by a different process, the burden shifts to applicant to come forward 
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with evidence establishing an unobvious difference between the claimed product 
and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983) "[T]he lack of physical description in a product-by-process claim 
makes determination of the patentability of the claim more difficult, since in spite 
of the fact that the claim may recite only process limitations, it is the patentability 
of the product claimed and not of the recited process steps which must be 
established. We are therefore of the opinion that when the prior art discloses a 
product which reasonably appears to be either identical with or only slightly 
different than a product claimed in a product-by-process claim, a rejection based 
alternatively on either section 102 or section 103 of the statute is eminently fair 
and acceptable. As a practical matter, the Patent Office is not equipped to 
manufacture products by the myriad of processes put before it and then obtain prior 
art products and make physical comparisons therewith." In re Brown, 459 F.2d 
531, 535, 173 USPQ 685, 688 (CCPA 1972). 



9. Claims 45-48 and 52-53 are rejected under 35 U.S.C. 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Finberg(EP 315 836). 
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Finberg discloses a membrane made of a polysiloxane IPN. (Abstract, page 
3, lines 22-44, page 4, lines 23-34 and Examples) Finberg's process of making IPN 
is not the same as Applicants' process. However, the instant claims are product- 
by-process claims. "Even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product 
of the prior art, the claim is unpatentable even though the prior product was made 
by a different process" In re Thorpe, 111 F. 2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985). "The Patent Office bears a lesser burden of proof in making out a case 
of prima facie obviousness for product-by-process claims because of their peculiar 
nature" than when a product is claimed in the conventional fashion. In re 
Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the 
examiner provides a rationale tending to show that the claimed product appears to 
be the same or similar to that of the prior art, although produced by a different 
process, the burden shifts to applicant to come forward with evidence establishing 
an unobvious difference between the claimed product and the prior art product. In 
reMarosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983) "[T]he lack of 
physical description in a product-by-process claim makes determination of the 
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patentability of the claim more difficult, since in spite of the fact that the claim 
may recite only process limitations, it is the patentability of the product claimed 
and not of the recited process steps which must be established. We are therefore of 
the opinion that when the prior art discloses a product which reasonably appears to 
be either identical with or only slightly different than a product claimed in a 
product-by-process claim, a rejection based alternatively on either section 102 or 
section 103 of the statute is eminently fair and acceptable. As a practical matter, 
the Patent Office is not equipped to manufacture products by the myriad of 
processes put before it and then obtain prior art products and make physical 
comparisons therewith." In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 
(CCPA 1972). Note that the "gas separation membrane" and "fuel cell membrane" 
are merely intended uses, and do not carry any weight of patentability. See MPEP 
2111.02. 

10. Claims 6-7 would be allowable if rewritten to overcome the claim 
objection(s) and/or the rejection(s) under 35 U.S.C. 1 12, second paragraph, set 
forth in this Office action and to include all of the limitations of the base claim and 
any intervening claims. 

The patentability of the instant claims is set forth in paragraph 1 1 . 
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Allowable Subject Matter 

1 1 . Claims 1-5, 8-44 and 49-5 1 are allowed. 

12. The following is an examiner's statement of reasons for allowance: 

The present claims are allowable for at least the following reason(s) over the 
closest references: Sulc, Wang, Finberg and Halloran (US 5 085 859). 

Sulc and Wang does not teach or fairly suggest a) the method set forth in 
Claim 1 where the monomer is precipitated in the silicone matrix before 
polymerization; and b) the articles set forth in Claims 49-5 1 . Notably, the 
precipitation polymerization taught in Sulc (Abstract) refers to a polymerization 
where the resulting polymer is no longer compatible with the monomers and is 
precipitated out becoming a separate phase. The monomers do not precipitate out 
in the matrix. 

Halloran discloses an IPN of polysiloxane and a polymer derived from 
monomers such as acrylate, N-vinylpyrrolidone, etc. The IPN can be present in a 
liquefied solvent such as a supercritical carbon dioxide, etc. (col. 4, lines 8-49 and 
col. 8, lines 18-68) However, Halloran does not teach or fairly suggest that the IPN 
is derived from the polymerization of the monomers in the presence of the 
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supercritical carbon dioxide, etc. Therefore, Halloran does not teach or fairly 
suggest a method of preparing an IPN where the polymerization of the monomers 
is carried out in the presence of a supercritical fluid, let alone, the control of the 
supercritical fluid polymerization such that the monomers are precipitated in the 
silicone rubber matrix before polymerization. 

13. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jim Seidleck, can be reached on (571) 272-1078. The fax 
phone number for the organization where this application or proceeding is assigned 
is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
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direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



kip 

October 10, 2008 

/Kuo-Liang Peng/ 

Primary Examiner, Art Unit 1796 



